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DETAILED ACTION 

Response to Amendment 

1 . This Office Action is in response to the amendment filed on July 24, 2008. 

The amendment did not add nor delete any claims, but did amend Claims 1, 6, 7, 9, 14 - 24. 

Thus, Claims 1- 24 remain currently pending and have been considered below. 



Claim Rejections - 35 USC §101 
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2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

3. Claims 1-24 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non- statutory subject matter. 

Based on Supreme Court precedent, to be patent eligible under 35 U.S.C. 101 a 
method/process claim must (1) be tied to a particular machine or apparatus or (2) transform a 
particular article into a different state or thing (see at least Gottschalk v. Benson, 409 U.S. 70 
(1972); Diamond v. Diehr, 450 U.S. 192 (1981); Parker v. Flook, 437 U.S. 589 n.9 (1978); and 
Cochrane v. Deener, 94 U.S. 780, 788 (1876)). Furthermore, the Supreme Court held that the 
use of a specific machine or transformation of an article must impose meaningful limits on the 
claim's scope to impart patentability (Benson, 409 U.S. 71-72). The involvement of the machine 
or transformation must not merely be insignificant extra-solution activity (Flook, 437 U.S. 590). 
Also see In re Bilski, No. 2007-1 130, _F.3d_, 2008 WL4757. 

The instant claims fail to meet this test. The claims fail to transform a particular article 
into a different state or thing. The claims are not tied to a machine or apparatus. In order for a 
process claim to be considered statutory subject matter under 35 USC 101, the process must be 
tied to a machine within the body of the claim, and the machine must be performing an essential 
function within the claim. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1- 24 rejected under 35 U.S.C. 103(a) as being unpatentable over Walker et al 
(6,1 19,099) in view of Swartz et al (6, 837, 436) and further in view of Hull et al (7,228,285). 

Claims 1 & 9: Walker discloses a system of method, comprising: 

a. receiving a request to purchase a first item from a customer (Col. 2, Lines 19-44 and 
Col. 6, Lines 5-13); 

b. offering a discount for the purchase of a second item based on the previously received 
indication to purchase the first item(Col 2, lines 19-44 and Col. 6, Lines 30 - 54). 

Walker discloses a merchant offering one or more items for sale to the customer, 
but does not explicitly disclose offering the items via an Internet server. However, 
Swartz discloses a similar system and method for offering a discount for a second item 
via an Internet server (column 10, lines 23-49; column 12, line 32 - column 13, line 34; 
and column 33, lines 56-59). Walker also does not disclose a discount that is only applied with 
an indication to purchase both the first and second items. However Hull discloses that the 
discount is only applied when there is an indication that both items are to be purchased. (Col. 3, 
Lines 13-20). Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made for Walker to include "virtual" merchants (i.e. merchants on the 
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Internet) as the selling entities and to also include only applying the discount when purchasing 
both items. One would have been motivated to present the items and to complete the transaction 
over the Internet in order to expand the realm of potential customers, and also it allows the 
customers to be made aware of the discount being applied. In view of Walker's disclosure that 
the point-of-sale terminal may be "many types of POS terminals, besides those requiring 
cashiers" (column 13, lines 65-67). 

Claims 2 and 10: Walker, Swartz and Hull disclose a system and method as in Claims 1 and 
9 above, and Walker further discloses calculating a discount for the second item based 
on the first item (column 2, line 19-44 and column 6, lines 30-54). 

Claims 3 and 1 1 : Walker, Swartz, and Hull discloses a system and method as in Claims 1 
and 9 above, and Walker further discloses receiving a selection of the second item (i.e. 
acceptance of the offer by the customer) and supplying the second item price (column 
2, lines 19-44 and column 6, lines 30-54). 

Claims 4 and 12: Walker, Swartz, and Hull disclose a system and method as in Claims 3 and 
1 1 above, and Walker further discloses calculating a discount for the second item based 
on the price of the second item (column 2, lines 19-44 and column 6, lines 30-54). 
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Claims 5 and 13: Walker, Swartz, and Hull disclose a system and method as in Claims 3 and 
1 1 above, and Walker further discloses receiving a request to purchase the second item 
(i.e. acceptance of the offer by the customer) and compiling the purchase order for the 
first and second items(column 2, lines 19-44 and column 6, lines 30-54). 

Claims 6 and 14: Walker, Swartz, and Hull disclose a system and method as in Claims 5 and 

13 above, and Walker further discloses applying the discount to the order (column 2, lines 19-44 
and column 6, lines 30-54) but does not explicitly disclose applying the discounts to the order 
comprising both the first and second items. However Hull discloses applying the discounts to 
the order comprising both the first and second items. (Col. 3, Lines 13 - 20). Therefore it would 
have been obvious to one having ordinary skill in the art at the time of the invention was made 
for Walker to include applying the discount to an order that contains multiple items. One would 
have been motivated to require that the first and second items be present in order to give a 
customer an incentive to purchase more than one of said items to receive said discount. 

Claims 7 and 15: Walker, Swartz, and Hull disclose a system and method as in Claims 6 and 

14 above, and Walker further discloses presenting the compiled order to the customer 
and receiving confirmation from the customer (column 2, lines 19-44 and column 6, 
lines 30-54). 
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Claims 8 and 16: Walker, Swartz, and Hull disclose a system and method as in Claims 5 and 
14 above, and Walker further discloses submitting the order for fulfillment to complete 
the purchase (column 2, lines 19-44 and column 6, lines 30-54). 

6. Claims 17-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Walker et al (6,1 19,099) in view of Swartz et al (6,837,436). 

Claim 17: Walker discloses a computer readable medium containing computer 
instructions for performing steps, comprising: 

a. receiving a request to purchase a first item from a customer (column 2, lines 
19-44 and column 6, lines 5-13); 

b. calculating a discount on a second item after the request to purchase the first 
item has been received (column 2, lines 19-44 and column 6, lines 30-54); 

c. receiving a request and confirmation to purchase the second item (i.e. 
acceptance of the offer by the customer)(column 2, lines 19-44 and column 6, lines 30- 
54); and 

d. fulfilling the order to complete the purchase of the first and second items in 
accordance with the order (column 2, lines 19-44 and column 6, lines 30-54). 

Walker discloses a computer system of a customer that applies a discount to the price for 
a purchase or a second item being offered for sale, but does not explicitly disclose that the 
calculated discount is only applied after receiving the order confirmation. However Swartz 
discloses a similar system and method wherein the calculated discount is only applied after 
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receiving the order confirmation.(column 7, 30 - 46) Therefore it would have been obvious to 
one of ordinary skill in the art at the time the invention was made for Walker to include only 
calculating the discount only after receiving an order confirmation. One would have been 
motivated to only calculate the discount after the order confirmation in order to inform the 
customer of exact amount of the discount and then complete the transaction. 

Claim 18: Walker and Swartz discloses a computer readable medium as in Claim 17 above, and 
Walker further discloses displaying information relating to the first item to the customer (column 
2, lines 19-44 and column 6, lines 30-54). 

Claim 19: Walker and Swartz discloses a computer readable medium as in Claim 17 above, and 
Walker further discloses calculating a discount for the second item based on the first item 
(column 2, line 19-44 and column 6, lines 30-54). 

Claim 20: Walker and Swartz discloses a computer readable medium as in Claim 19 above, and 
Walker further discloses calculating a discount for the second item based on the price of the 
first item (column 2, lines 19-44 and column 6, lines 30-54). 

Claim 21 : Walker and Swartz discloses a computer readable medium as in Claim 17 above, and 
Walker further discloses calculating a discount for the second item based on the identity of the 
second item (column 2, lines 19-44 and column 6, lines 30-54). 
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Claim 22: Walker and Swartz discloses a computer readable medium as in Claim 21 above, and 
Walker further discloses calculating a discount for the second item based on the price of the 
second item (column 2, lines 19-44 and column 6, lines 30-54). 

Claim 23: Walker and Swartz discloses a computer readable medium as in Claim 17 above, and 
Walker further discloses displaying information relating to the second item to the customer 
(column 2, line 19-44 and column 6, lines 30-54). 

Claim 24: Walker and Swartz discloses a computer readable medium as in Claim 17 above, and 
Walker further discloses displaying information including the price of the first and second items 
and the discount to the customer (column 2, lines 19-44 and column 6, lines 30-54). 

Response to Arguments 

Applicant's arguments filed July 24, 2008, have been fully considered and in view of the new 
rejections above, are moot. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DARNELL POUNCIL whose telephone number is (571)270- 
3509. The examiner can normally be reached on Monday to Thursday 8 to 5 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on (571)272-6722. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/D. P./ /James W Myhre/ 

Examiner, Art Unit 3688 Supervisory Patent Examiner 

Art Unit 3688 



